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DETAILED ACTION 
Double Patenting 

1 . Claims 1-31 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-49 of 
copending Application No. 10/731,519, from hereinafter "'519 application". Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because in claims 1-31 of the instant application, applicants claim an apparatus and 
method that scores risk associated with accepting a check, and comprises a database 
to store biometric information, a biometric input device, and a computer processor 
configured to obtain via the biometric input device biometric information from a check 
presenter, and determining a risk score associated with cashing the check based at 
least in part on biometric information associated with the check presenter. Claims 1-49 
of the '519 application recite a point of sale device configured to obtain information 
about a payroll check, such as a watermark, and biometric information about the 
presenter. Further, a check authorization system is contacted to determine the level of 
risk associated with cashing the payroll check. Although the scope of claims 1-31 of the 
instant application, and claims 1-49 of the '519 application are similar, they differ in that 
claims 1-31 of the instant application are a broader recitation of claims 1-49 of the '519 
application (i.e. the '519 application utilizes more identification information). Thus, with 
respect to the above discussions, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use claims 1-49 of the '519 application as 
a general teaching to arrive at the risk scoring invention of the present application. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-31 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Robinson (U.S. Patent No. 6,957,770). 
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Robinson teaches a system and method for biometric authorization for check 
cashing. Regarding claims 1, 1 1 , and 18, Robinson teaches an apparatus (merchant 
station 24, 28) that scores risk associated with accepting a check or negotiable 
instrument, the apparatus comprising a database (merchant/local database 23) that 
stores biometric information, a biometric input device (Biological Identification Device 
(BID) 26, 30), and a computer processor (within the merchant terminal) configured to 
obtain via the biometric input device biometric information from a check presenter 
desiring to cash a check, the computer processor further configured to determine a risk 
score associated with cashing the check based at least in part on the biometric 
information associated with the check presenter (by accessing a central database as 
well). It should also be noted that a central database 32 is connected to the merchant 
local terminal 32 via a network. The risk score here is determined by the approval 
parameters, i.e. if there are negative factors, or warning information regarding either the 
financial information or the biometric information obtained (see Figures 1-2, col 5 line 45 
to col 6 line 40, see Figure 3, col 8, lines 15-40). 

Regarding claim 2, Robinson teaches that the biometric input device is 
configured to obtain at least one of the set consisting of fingerprint, voice sample, iris 
scan, retina scan etc. when it is taught that the BID 26, 30 may be a fingerprint reader, a 
voiceprint reader, an iris recognition device, or any other type of biological identification 
device known in the art (see col 5, lines 50-55). 

Regarding claim 3, Robinson teaches that the computer processor is configured 
to compare the biometric information from the check presenter with the stored biometric 
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information when it is taught that all transaction data is sent to the invention's central 
database 60, and the consumer's biometric scan is compared to various other 
biometrics within the system for potential matches (see Figure 3, col 8, lines 15-40). 

Further, regarding claims 4-10, 13-17, 19-23, 25, and 30-31, Robinson teaches a 
method and system of scoring risk associated with accepting a risk transaction when it 
is taught that, referring to FIG. 3 a flow chart of a transaction process according to an 
embodiment of the present invention is illustrated. The consumer desiring to cash a 
check provides their biometric 54. The merchant then slides the check through a check 
reader 56 and keys in the amount of the check and any other desired information, such 
as the date or an image scan of the check 58. All transaction data is sent to the 
invention's central database 60, and the consumer's biometric scan is compared to 
various other biometrics within the system for potential matches. In addition, at least 
one field of information on the presented check is checked against one field in the list of 
checks previously presented into the system. Once a match for the consumer's 
biometric is found and approval parameters (risk score as taught in the instant 
invention), such as the compared check field not containing negative or warning 
information, are met, the invention's central database sends notice to the local device 
that the consumer has been positively identified and the transaction has been approved 
62. If either the consumer or the checking account number produces a negative match, 
the transaction will be declined with a reason. In addition, if the consumer is found in the 
warning database and no negative check information is found, the merchant may accept 
or decline the transaction at the merchant's discretion. The merchant's decision also 
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may be automated by pre-set parameters (i.e. risk factors). The risk score here is 
determined by the approval parameters, i.e. if there are negative factors, or warning 
information regarding either the financial information or the biometric information 
obtained (see Figure 3, col 8, lines 15-40). In addition, Robinson provides a system 
guarantee service which allows merchants to cash checks with a smaller risk of losing 
money on fraudulent checks cashed (see col 9, lines 5-20). 

Regarding claim 12, the negotiable instrument is at least one of a personal 
check, corporate check, payroll check, etc. when it is taught that a consumer attempts 
to cash a check, or further, that a merchant can decide to accept or not accept payroll 
checks (see col 8, lines 15-20, col 10, lines 13-32). 

Regarding claim 24, Robinson teaches that the stored biometric input is obtained 
during a registration transaction with the payee when it is taught that a consumer may 
complete a full enrollment registration for the invention's services at any merchant 
station 24, 28 equipped with the BID 26, 30 (see Figure 1 , col 5, lines 44-47). 

Regarding claims 26-29, Robinson teaches that the database (merchant local 
terminal 23) and computer processor (within the merchant terminal) are located at the 
entity location, which utilizes check authorization. In addition, the database (central 
database 32) and computer processor (merchant terminal) can be located at a third 
party biometric evaluation service since there is a plurality of merchant terminals. 
Further, the database comprises a repository of fingerprint information (see Figures 1 
and 3, col 5, line 12 to col 6 line 25, col 8, lines 15-40). 

Examiner's Note 
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3. Examiner has cited particular column and line numbers in the references as 
applied to the claims above for the convenience of the applicant. Although the specified 
citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the Applicant in preparing responses, to fully consider the 
references in entirety as potentially teaching all or part of the claimed invention, as well 
as the context of the passage as taught by the Prior Art or disclosed by the Examiner. 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa M. Caputo whose telephone number is (571) 272- 
2388. The examiner can normally be reached between the hours of 8:30AM to 5:00PM 
Monday through Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael G. Lee can be reached at (571) 272- 
2398. The fax phone number for this Group is (571 ) 273-8300. 

Communications via Internet e-mail regarding this application, other than those 
under 35 U.S.C. 132 or which otherwise require a signature, may be used by the 
applicant and should be addressed to [lisa.caputo@uspto.gov]. 

All Internet e-mail communications will be made of record in the application file. 
PTO employees do not engage in Internet communications where there exists a 
possibility that sensitive information could be identified or exchanged unless the record 
includes a properly signed express waiver of the confidentiality requirements of 35 
U.S.C. 122. This is more clearly set forth in the Interim Internet Usage Policy published 
in the Official Gazette of the Patent and Trademark on February 25, 1997 at 1195 OG 
89. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). y . JU r ^ 



Conclusion 



Lisa M. Caputo 
AU 2876 
January 5, 2007 




